patenting business methods

patenting business methods has become a pivotal topic in the realm of intellectual property law as
businesses increasingly seek to protect their innovative strategies and processes. The ability to patent
business methods can provide a competitive edge, safeguard proprietary approaches, and foster financial
investment in new ventures. This article will delve into the nuances of patenting business methods,
exploring the criteria for patentability, the application process, the benefits and drawbacks, and the
evolving landscape of this area of law. Additionally, we will provide insights into best practices for

businesses considering patent protection for their methods.
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Understanding Business Methods

Business methods refer to specific ways of conducting business or providing services that can include, but
are not limited to, processes, techniques, and systems. These methods can encompass a wide array of
business activities, such as e-commerce transactions, inventory management, and customer relationship
management. In essence, a business method can be any innovative strategy that improves efficiency,

enhances customer service, or generates revenue.

Historically, business methods were often viewed as abstract ideas not suitable for patent protection.



However, recent legal precedents have paved the way for certain business methods to be patented,
particularly when they are tied to technology or produce a tangible result. Understanding the definition

and scope of business methods is crucial for businesses looking to navigate the patent landscape effectively.

Criteria for Patenting Business Methods

To qualify for patent protection, business methods must meet several criteria established by the United
States Patent and Trademark Office (USPTO). These criteria include:

¢ Novelty: The business method must be new and not previously disclosed to the public.

¢ Non-obviousness: The method must not be obvious to someone skilled in the relevant field at the

time of the invention.
¢ Utility: The method must have a specific and substantial utility or application in the business world.

¢ Patentable Subject Matter: The method must fall within the categories of patentable subject matter,

which can include processes, machines, or compositions of matter.

Each of these criteria plays a critical role in determining whether a business method can be patented. The
novelty requirement ensures that the method is innovative, while non-obviousness requires a
demonstration of meaningful advancement over existing methods. Utility ensures that the method serves a

practical purpose, and patentable subject matter confirms that it fits within the legal framework for patents.

The Process of Patenting Business Methods

The process for patenting business methods involves several key steps, beginning with a thorough
assessment of the method to ascertain its eligibility for patent protection. Here is a breakdown of the patent

application process:

1. Conduct a Patent Search: Before filing, it is advisable to conduct a patent search to identify existing

patents that may be similar to the proposed business method.

2. Prepare the Patent Application: This includes drafting claims that define the scope of the invention,

along with a detailed description and any necessary drawings.



3. File the Application: Submit the application to the USPTO, paying attention to the type of patent
being sought, such as a utility patent.

4. Examination Process: The USPTO will review the application, which may involve correspondence

with a patent examiner to address any objections or rejections.

5. Grant of Patent: If the application meets all requirements, the USPTO will grant the patent,

providing the inventor exclusive rights to the method.

Throughout this process, it is essential to maintain accurate records and to consult with a qualified patent

attorney to navigate the complexities of patent law effectively.

Benefits of Patenting Business Methods

There are several significant advantages to patenting business methods, which can greatly impact a

company's success and market position:

o Exclusive Rights: A patent grants the inventor exclusive rights to the method, preventing others

from using, making, or selling the patented method without permission.

¢ Competitive Advantage: By securing a patent, businesses can differentiate themselves in the market,

giving them a competitive edge over rivals.

o Attracting Investment: Investors are often more willing to invest in a company with patented

technology, as it reduces risk and enhances potential returns.

¢ Potential Revenue Streams: Patents can be licensed to other companies, providing a potential source

of revenue through licensing agreements.

These benefits underscore the importance of considering patent protection as part of a comprehensive
business strategy. By understanding the potential advantages, businesses can make informed decisions about

pursuing patents for their innovative methods.



Challenges and Limitations

While there are many benefits to patenting business methods, there are also challenges and limitations that

businesses must consider:

e High Costs: The patent application process can be expensive, involving attorney fees, application fees,

and maintenance costs.

¢ Time-Consuming Process: Obtaining a patent can take several months to years, which may delay the

commercialization of the business method.

¢ Risk of Invalidation: Even after a patent is granted, it can be challenged and potentially invalidated

by competitors.

e Limited Scope: The scope of protection can be limited. If the claims are not drafted carefully, the

patent may not cover all aspects of the business method.

These challenges highlight the importance of strategic planning and professional guidance when pursuing
patents for business methods. Businesses must weigh these factors against the potential benefits to make

informed decisions.

Best Practices for Businesses

To maximize the chances of successfully patenting a business method, companies should consider the

following best practices:

¢ Conduct Thorough Research: Understand the competitive landscape and existing patents to identify

gaps in the market that your method can fill.

o Engage Professional Help: Consult with patent attorneys who specialize in business methods to

ensure that your application is well-prepared and strategically sound.

¢ Document Everything: Maintain detailed records of the development process, including notes, drafts,

and iterations, which can support your patent claims.

¢ Consider Trade Secrets: In some cases, it may be more beneficial to protect a business method as a



trade secret rather than pursuing a patent.

By following these best practices, businesses can enhance their chances of securing patent protection and

leveraging their innovations effectively.

Future Trends in Business Method Patents

The landscape of patenting business methods is constantly evolving, influenced by technological

advancements and changes in legislation. Several trends are emerging that businesses should be aware of:

¢ Increased Scrutiny: Courts and patent offices are becoming more stringent in their examination of

business method patents, particularly regarding the criteria of non-obviousness.

¢ Focus on Technology Integration: Business methods that integrate with emerging technologies, such

as artificial intelligence and blockchain, are likely to attract more attention and protection.

¢ Global Considerations: As businesses expand internationally, understanding the patenting processes

and requirements in different jurisdictions will become increasingly important.

Staying informed about these trends will help businesses adapt their strategies and navigate the

complexities of patenting business methods effectively.

Conclusion

Patenting business methods offers a valuable opportunity for businesses to protect their innovations and
gain a competitive advantage in the marketplace. By understanding the criteria for patentability, the
application process, and the associated benefits and challenges, companies can make informed decisions about
their intellectual property strategies. As the landscape continues to evolve, staying updated on best practices

and emerging trends will be crucial for maximizing the potential of business method patents.

Q What types of business methods can be patented?

A: Generally, business methods that involve a novel process, system, or technique for conducting business



can be patented. This includes methods related to e-commerce, financial services, and technological

innovations that enhance business operations.

Q How long does a patent for a business method last?

A: In the United States, a utility patent, which often covers business methods, typically lasts for 20 years

from the date of filing, provided that maintenance fees are paid.

Q: Can I patent a business method that is already being used?

A: If the business method is already in public use, it may not qualify for patent protection due to the
novelty requirement. However, if significant improvements or variations have been developed, those may

still be patentable.

Q What is the difference between a patent and a trade secret?

A: A patent provides exclusive rights to an invention for a limited time in exchange for public disclosure,
while a trade secret protects confidential business information as long as it remains undisclosed and offers a

competitive advantage.

Q: Is it necessary to hire a patent attorney to file for a business method
patent?

A: While it is not legally required, hiring a patent attorney is highly recommended to navigate the

complex patent application process and improve the chances of a successful outcome.

Q What should I do if my patent application is rejected?

A: If your patent application is rejected, you can appeal the decision, amend the claims, or provide
additional information to address the examiner's concerns. Consulting with a patent attorney can provide

guidance on the best course of action.

Q Are there specific industries where business method patents are more
common?

A: Business method patents are particularly common in industries like finance, e-commerce, software, and

telecommunications, where innovative processes can significantly impact efficiency and profitability.



Q: Can business methods be patented internationally?

A: Yes, business methods can be patented internationally, but the application process and criteria may vary
by country. Businesses should consider filing under treaties like the Patent Cooperation Treaty (PCT) for

broader protection.

Q How can I determine if my business method is patentable?

A: To determine patentability, conduct a patent search to assess novelty and non-obviousness, and consult

with a patent attorney who can evaluate the specifics of your method against patent law criteria.
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patenting business methods: Business Method Patents Gregory A. Stobbs, 2011-10-25 In a
landmark decision, the Federal Circuit Court of Appeals in Signature Financial v. State Street Bank
held that business methods may be patented. Recently, the US Supreme Court in Bilski v. Kappos
left the door open for the availability of patents for business methods. These holdings, together with
the explosive growth of electronic commerce and technology, make the business method patent an
important growth area of intellectual property. Now in a revised Looseleaf format, this completely
updated Second Edition of Business Method Patents is your guide to the unique opportunities and
risks in this emerging area of intellectual property law. Business Method Patents, Second Edition is
your authoritative source for expert guidance on: The landmark Supreme Court decision in Bilski v.
Kappos USPTO view on business method patents, including an overview of BPAI rulings Mechanics
of the patent application Prior art searches Drafting claims for business method or model and
e-commerce inventions Drafting the complete specification Drawings required for business method
patents Building a strategic patent portfolio Litigating business method patents International
protection for business methods

patenting business methods: An Assessment of the Patentability of Business Methods in the
US and European Jurisdictions and an Evaluation of the Implications Li Sun, 2013 Advances in
information technology have enabled the design and development of innovations in business
methods. This is particularly felt with IT enabled innovations such as Sun Microsystems' stateless
shopping Cart for the web which is a Web shopping cart system that does not require any data files
to be maintained on either the client or the server. Firms attempt to leverage these innovations to
gain competitive advantages through cost reduction and other quality improvements, which may
also pass some benefits on to consumers. However, such competitive advantages are increasingly
difficult to sustain because business method innovations are often easy to copy or imitate. Quick and
cheap imitation of innovative products and processes may reduce the incentives for firms to invest
further in innovation. Thus, patent protection for business method inventions became a live issue
with different on outcomes as between the US and Europe. At present, in the US business method
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patents are legally recognised since the State Street Bank decision, 149 F. 3d 1368 (US Court of
Appeals for the Federal Circuit 1998). However, the European Patent Office (EPO) still is
noncommittal although some business method-related inventions have been granted de
factoprotection by EPO suchas Hitachi Ltd's automatic trading method and apparatus (EP 567 291),
the Western Union Company's method and system for performing money transfer transactions (EP
848 361) etc. John Stuart Mill (1909) said the superiority of one country over another, in a branch of
production, often arises only from having begun it sooner.1 So it seems that the uncertainty of EPO's
attitude to business method patents may result in a serious negative impact in European industry
and economy. This thesis sets out to examine what precisely are the attitudes of the US and
European institutions to business method patents and to explain what is the present law and how it
has arisen. The author thereafter carries out an evaluation of the rationed economic and social
effects of allowing / disallowing Business Method Patents and to address the question of whether
Europe should adopt patent protections for business method-related inventions. To address these
questions, the research focuses on the following questions: (1) under the current legal framework
provided by EPC what business method-related inventions can be granted European patent? (2
ywhether business method -related inventions are worth protecting by the patents in Europe. To
answer the latter question, the thesis not only analyses the predictable economic and social effects
of allowing or alternatively disallowing business method protections generally, but we also discuss
patent quality which is used by US patent economists to analyse whether business method
inventions have a sufficient value to justify the granting of exclusive patent rights in return for
disclosure of the inventions' specifications to the public. In analysing the predictable and likely
economic and social effects of allowing or alternatively disallowing business method protections, the
US position in patenting business method -related inventions needs to be considered, therefore the
thesis also evaluates the US patent legal framework for business method patents and contrasts it
with the European position. Through analysis of the relevant provisions and decisions, the research
has concluded that under the current legal framework business method apparatus inventions are
patentable in Europe if they can meet the patentability requirements of the European Patent
Convention (EPC). To the effect that if a business method process invention is achieved by a
technical means, solves a technical problem, or achieves a technical effect, it is often patentable in
Europe provided it meets the EPC patentability requirements. However, turning to the evaluation of
the economic effects of business method patents, economic analysis cannot find strong evidence to
support increasing the current protections for business method patents. At the same time, the
economic analysis also cannot find strong evidence to oppose present protections for business
method patents. But when the US position is considered, infringement risk would favour it for it
appears on balance that there may be some reason to think that Europe should adopt stronger
protections for business method patents. Furthermore, the value of disclosing patented business
method-related inventions' specifications seems also to show that accepting business method patents
is an appropriate choice for Europe. 1 Mill, J. S.,1909. Principles of Political Economy.7thed.
London: Longmans Green. p. 78.
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Committee on the Judiciary. Subcommittee on Courts, the Internet, and Intellectual Property, 2001
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patenting business methods: Economic Analyses of the European Patent System Stefan
Wagner, 2007-12-14 Research on the patent system and the analysis of patenting activities have
become an important field in economics and l)usin(\ss administration. The global demand for patcuit
protection has been increasing strongly over the last decades. Institutional changes as well as the
broadening of patentable subject matter pose new challenges to patentees and patent offices alike.
Especially in Europe, the debate on the patentabihty of biotechnology and softwa- related inventions
led to broad public attention to the design of the patent system. Given these developments, it is no
wonder that practitioners as well as policy makers are turning to researchers for answers on how to



cope with new challenges threatening the patent system. In his dissertation, Stefan Wagner
attempts to answer some of these questions. Wagner apphes advanced econometric methods to
large-scale data sets which were assembled specifically for the purpose of this thesis. His analysis
focuses on various aspects of patent filings, examination and opposition at the European Patent
Office. Each of the four self-contained chapters of this book addresses different issues which are
important to all stake-holders of the patent system. Wagner closely analyzes institutional features of
the European Patent Office, such as the duration of the examination of patent applications, the
determinants of the occurrence of patent oppositions and the patentability of business methods
under the European Patent Convention. In his concluding chapter he examines the managerial
decision between outsourcing patent-related services to patent attorneys or generating them
in-house.

patenting business methods: The Changing Face of US Patent Law and Its Impact on
Business Strategy D.R. Cahoy, 2013-01-01 'Daniel Cahoy and Lynda Oswald have brought together
some of the country's most prominent patent scholars outside the legal discipline. From the
LeahySmith America Invents Act to recent court cases from the Supreme Court and the Federal
Circuit, this timely, informative and well-edited volume examines the latest changes in US patent law
and their impact on business strategy. The book is a must-read for anybody who wants to learn more
deeply about the ever-increasing role of patents in the business environment.' Peter K. Yu, Drake
University Law School, US Within the complex global economy, patents function as indispensable
tools for fostering and protecting innovation. This fascinating volume offers a comprehensive
perspective on the US patent system, detailing its many uses and outlining several critical
legislative, administrative and judicial reforms that impact business strategy. The expert
contributors to this book provide an overview of how the US patent system functions today and
describe how recent changes affect firms and individual inventors. Topics discussed include the
drivers of intellectual property policy; recent revisions to the patent application process in terms of
the new first-to-file regime, inequitable conduct, and allowable subject matter; and changes to
patent enforcement and infringement related to the Federal Circuit's special role and post-grant
review. Contributors address recent legislation such as the 2011 America Invents Act, which enacted
some of the most significant patent reforms in decades. This examination of the US patent system
highlights some of the most important issues for business. It will serve as an important tool for both
policymakers and business leaders, and will also interest students and professors of business and
management studies, innovation studies and business law.

patenting business methods: The Case For Patents Daniel F Spulber, 2021-03-02 The Case for
Patents offers an affirmative case for the many economic benefits of the patent system and shows
how patents provide incentives for invention, innovation, and technological change. The discussion
highlights the many contributions of patents to economic growth and development. The Case for
Patents helps restore balance to public policy debates by recognizing the important contributions of
the patent system.

patenting business methods: Perspectives on Patentable Subject Matter Michael B.
Abramowicz, James E. Daily, F. Scott Kieff, 2014-11-28 Perspectives on Patentable Subject Matter
brings together leading scholars to offer diverse perspectives on the question of which types of
subject matter are even eligible for patent protection, setting aside the widely known requirement
that a claimed invention avoid the prior art and be adequately disclosed. Some leading
commentators and policy-making bodies and individuals envision patentable subject matter to
include anything under the sun made by humans, others envision a range of restrictions for
particular fields of endeavor, from business methods and computer software to matters involving
life, such as DNA and methods for screening or treating disease. Employing approaches that are
both theoretically rigorous and grounded in the real world, this book is well suited for practicing
lawyers, managers, lawmakers and analysts, as well as academics researching or teaching in law
schools, business schools, public policy schools, and in economics and political science departments.

patenting business methods: To promote innovation the proper balance of competition and




patent law and policy : a report by the Federal Trade Commission. United States. Federal Trade
Commission, 2003

patenting business methods: The Global Challenge of Intellectual Property Rights R. Bird,
Robert Bird, Subhash C. Jain, 2009-01-01 . . . a gratifying collection of informed and engaging
contributions. John A. Tessensohn, European Intellectual Property Review The importance of
intellectual property rights is now well established as a vital component in the success of firms and
nations. The diverse contributors to this volume, drawn from the fields of law, business and
economics, clarify and analyze the problems and promise of IP policy from a global perspective. They
discuss both developed and emerging nations and advance the understanding of this increasingly
important topic. The articles address issues from an interdisciplinary focus with an emphasis on
current topical issues. Topics addressed include intellectual rights protection in emerging nations
such as China, an exploration of a specific cross-national intellectual property perspective, strategies
for protecting intellectual property rights, and a guide to understanding emerging and non-western
legal systems. A mix of theoretical and practical observations helps the reader navigate the
increasingly international topic of intellectual property as well as offers strategies for optimal
utilization of intellectual property assets. The volume serves well both as a solution-oriented book
and as a tool for facilitating further discussion and analysis in the classroom. Scholars and students
in law, business and economics, as well as business practitioners interested in a global perspective
on IP policy, will enjoy this book.

patenting business methods: Internet Law in China Guosong Shao, 2012-03-14 A
comprehensive, structured, and up-to-date introduction to the law governing the dissemination of
information in a computer-mediated world in China, Internet Law in China stresses the practical
applications of the law that are encountered by all individuals and organizations in Chinese
cyberspace, but always in the light of theoretical underpinnings. Among the overarching topics
treated in the Chinese context are the following: intellectual property protection in cyberspace;
privacy of communication and data privacy; electronic contract forming and electronic signature;
personal, domestic and international jurisdiction; and free expression in cyberspace. This book is
particularly valuable to legal, business, and communication professionals, academics, and students
concerned with the regulation of the Internet and related activities in China. It is the first book to
focus solely on Chinese Internet law. - The first book to systematically explore the legal doctrines
and principles that apply to the Internet and related activities in China - Broad coverage: from
Internet speech to proprietary interests, privacy issues, electronic contracts, and jurisdiction -
Original comparative analysis of China's Internet regulation practice in the global context

patenting business methods: How to Invent and Protect Your Invention Joseph P.
Kennedy, Wayne H. Watkins, 2012-07-31 A straightforward guide to inventing, patenting, and
technology commercialization for scientists and engineers Although chemists, physicists, biologists,
polymer scientists, and engineers in industry are involved in potentially patentable work, they are
often under-prepared for this all-important field. This book provides a clear, jargon-free, and
comprehensive overview of the patenting process tailored specifically to the needs of scientists and
engineers, including: Requirements for a patentable invention How to invent New laws created by
President Obama's 2011 America Invents Act The process of applying for and obtaining a patent in
the U.S. and in foreign countries Commercializing inventions and the importance of innovation
Based on lecture notes refined over twenty-five years at The University of Akron, How to Invent and
Protect Your Invention contains practical advice, colorful examples, and a wealth of personal
experience from the authors.

patenting business methods: Research Handbook on Intellectual Property and Digital
Technologies Tanya Aplin, 2020-01-31 This Handbook provides a scholarly and comprehensive
account of the multiple converging challenges that digital technologies present for intellectual
property (IP) rights, from the perspectives of international, EU and US law. Despite the fast-moving
nature of digital technology, this Handbook provides profound reflections on the underlying
normative legal dilemmas, identifying future problems and suggesting how digital IP issues should




be dealt with in the future.

patenting business methods: Franchising & Licensing Andrew J. Sherman, 2011 The
definitive resource for corporations in myriad industries-now completely revised and updated.

patenting business methods: Science & Engineering Indicators , 2002

patenting business methods: Patents in the Knowledge-Based Economy National
Research Council, Policy and Global Affairs, Board on Science, Technology, and Economic Policy,
Committee on Intellectual Property Rights in the Knowledge-Based Economy, 2003-08-11 This
volume assembles papers commissioned by the National Research Council's Board on Science,
Technology, and Economic Policy (STEP) to inform judgments about the significant institutional and
policy changes in the patent system made over the past two decades. The chapters fall into three
areas. The first four chapters consider the determinants and effects of changes in patent quality.
Quality refers to whether patents issued by the U.S. Patent and Trademark Office (USPTO) meet the
statutory standards of patentability, including novelty, nonobviousness, and utility. The fifth and
sixth chapters consider the growth in patent litigation, which may itself be a function of changes in
the quality of contested patents. The final three chapters explore controversies associated with the
extension of patents into new domains of technology, including biomedicine, software, and business
methods.

patenting business methods: Patent Searching David Hunt, Long Nguyen, Matthew
Rodgers, 2012-06-29 Whether you're a patent examiner, patent attorney, commercial patent
searcher, patent liaison, IP librarian, law professor, or competitive intelligence analyst, you'll find
Patent Searching: Tools and Techniques to be just the guide you have been waiting for, with a range
of approaches to patent searching that will be useful to you regardless of your technical expertise or
role in the intellectual property community.

patenting business methods: Patent Wars Thomas F. Cotter, 2018-06-01 In Patent Wars, one
of America's leading patent scholars provides an accessible overview of U.S. patent law; the
arguments for and against patents; and the ongoing debates over topics including the patentability
of genes, software, and business methods, the impact of patents on drug prices, patent trolls, and
the smartphone wars.

patenting business methods: Rethinking Patent Law Robin Feldman, 2012-06-19 Scientific
and technological innovations are forcing the inadequacies of patent law into the spotlight. Robin
Feldman explains why patents are causing so much trouble. She urges lawmakers to focus on
crafting rules that anticipate future bargaining, not on the impossible task of assigning precise
boundaries to rights when an invention is new.

patenting business methods: Practical Internet Law for Business Kurt M. Saunders, 2001 Due
to the increasing use of the Internet in business and commercial transactions, there is a great need
for more practical and reliable information on current legal issues in the world of e-commerce. This
timely book provides you with an easy-to-understand overview of how the Internet has emerged as
an important setting for business, and how doing business on the Internet is regulated by the courts,
as well as state and federal government. It offers you a clear and better understanding of complex
legal concepts and terminology to help you comply with the law and spot legal issues that may arise.
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